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Change in practice

The implementation of the America
Invents Act and the prospect of
further reforms in the near future
mean that prosecuting attorneys
must be adaptive if they are to
continue securing high-quality
patents for their clients

By Jack Ellis

A few years ago, patent quality was not
something that you would have expected to
hear being discussed in daily newspapers
and on national television networks.

But as the debate about ‘patent trolls’

and supposed abuses of the system has
intensified, talk of ‘good’ and ‘bad’ patents
has entered the mainstream.

One of the leading voices in the pro-
reform camp, the Electronic Frontier
Foundation, maintains that the issue
“causing the bulk ol the troll problem [is]
the flood of overbroad, low-quality software
patents”. In its report on the impact of non-
practising entity (NPE) litigation, the US
Governmenl Accounlability Olffice concluded
that “many recent patent infringement
lawsuits are related to the prevalence of
low quality patents, that is, patents with
unclear property rights” And even John
Lindgren, CEO of NPE Conversant, stated
that “some companies are abusing the US
patent system by using poor quality patents”
in a press release announcing his company’s
commitment to ‘ethical’ licensing principles.

T'he problem is that — like so much of
the jargon in the patent reform debate —
the term ‘patent yualily’ is open Lo wide
interpretation. For many of those pushing
for deep-cutting changes to the US patent
system, ‘low quality’ is often conflated with
‘overly broad claims’ They argue that patents

featuring such a broad scope of claims
enable ‘trolls’to assert against a wide cross-
section of parties, and in many cases should
not have been issued in the first place.

But for Steve Shumaker, founding principal
at Shumaker & Sieftert, appropriately broad
claims can actually be the hallmark of a top
quality patent.“A quality patent needs breadth
of claims supported by a depth of technical
detail that drills into a given embodiment of
the invention,” he says. “But it also needs an
array of alternative embodiments that can help
to support broad genus claims. I think the
client should really go after what they are truly
entitled to, measured by their contributions
1o Il—!(*]lmﬂngy and what is pah—!nla])]e over Lhe
prior art. As attorneys, we should be pushing
the line of scope against the prior art.”

Another important consideration when
assessing the strength of a patent is how
useful it is in helping its owner to achieve its
commercial goals. “The quality of a patent has
to be evaluated in the context in which it is
heing used,” confirms Steven Slater, founding
partner at Slater & Matsil. “We strive to work
with our clients to understand how they plan
to use their patent as a business asset. That
will he different from client to client and
from industry to industry. Whether a patent
is good quality will also vary depending on
whether it is intended to be used purely for
deflensive purposes, to protect or huild up
market share, or to differentiate its owner in
a particular industry or a new field.”

‘With so many variables, coming up with
a methad of quantilying patent quality is a
tough proposition. But Ocean Tomo attempted
to do just that when it first teamed up with
IAM five years ago to compile the Ocean Tomo
Ralings (OTR) Lables. These annual rankings
seek to identify the United States’leading law
firms in terms of the quality of the patents
they procure for their clients. To this end,
QOcean Tomo has developed metrics based on
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